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DETAILED ACTION 
Response to Amendment 

1. The Applicants' amendment, filed 27 October 2006, has been received, entered 
into the record, and considered. 

2. As a result of the amendment, claims 19, 21, 25-30, 33-35, 38 and 39 have been 
amended, and claims 20, 23, 24, 32 and 37 have been canceled. Claims 1-19, 21, 22, 25- 
31, 33-36, 38 and 39 are currently pending in the application, although claims 1-18 have 
previously been withdrawn from consideration as being drawn to a non-elected 
invention. 

The Invention 

3. The claimed invention is a method and system for performing a citation search 
on a patent database. In one embodiment, the query engine performs a query 
expansion function on an assignee in order to identify patents which are commonly 
owned while having non-identical assignees. 
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Specification 

4. In view of the amendments to the specification, the pending objections to the 
specification are withdrawn. 

Claim Rejections - 35 USC § 101 

5. In view of the Applicants' amendments to claims 19 and 30, the claim rejections 
of claims 19, 21, 22, 25-31, 33 and 34 under 35 U.S.C. § 101 have been withdrawn. 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 35, 36, 38 and 39 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

8. Regarding claims 35 and 39, these claims cite a computer readable medium with 
computer program code. 

The Applicants' specification, at page 10, lines 15-20, discloses that computer 
program code can be stored in a storage medium, or transmitted over a transmission 
medium. 
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Any claim whose limitations are either explicitly claimed as being implemented 
in software, or could be reasonably interpreted as being implemented in software, must 
be claimed in combination with an appropriate medium to establish a statutory 
category of invention and enable any functionality to be realized in order for the 
claimed subject matter to be statutory under the provisions of 35 U.S.C § 101. 

The Applicants' above-cited disclosure regarding the nature of a computer- 
readable medium renders the claim non-statutory, since it leaves open the possibility 
that the claimed computer program code is embodied in a signal, which is non- 
statutory. The claims are directed to a computer readable medium, which could 
include the disclosed storage medium, or the disclosed transmission medium. 

9. Claims 36 and 38, fully incorporating the deficiencies of parent claim 35, are 
likewise rejected. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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13. Claims 19, 27, 28, 30 and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rivette et al. (U.S. Patent 5,991,751) in view of Getchius et al. (U.S. 
Patent 6,393,415). 

14. Regarding claim 19, Rivette et al. teaches a computer-based citation search 
method substantially as claimed, comprising: 

a) receiving a search query, said search query comprising at least one patent 

identification condition (see disclosure of the various fields of search, col. 
27, lines 14-32; see also drawing Figure 53, et seq.) and including a name of 
an entity (see disclosure that the fields available to the user in the searching 
window include assignee, col. 27, lines 14-32); 

b) receiving a list of one or more patent databases (see disclosure of the scope of 

search, col. 27, lines 1-13; see also drawing Figure 53 et seq.); 

c) searching said list of patent databases to collect at least one first tier reference 

patent that cites or is cited by patents satisfying said condition of said 

search query (see extensive discussion of the Patent Citation module, col. 

85, line 52 through col. 88, line 34; see also drawing Figures 61-65, 86 and 
87); and 
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d) producing a citation list, said list identifying at least an owner of said first tier 
reference patent in an electronically accessible medium (see extensive 
discussion of the Patent Citation module, col. 85, line 52 through col 88, 
line 34; see also drawing Figures 61-65, 86 and 87; see also illustration in 
drawing Figure 53 that the Assignee can be included in the list of search 
results). 

Rivette et al. does not explicitly teach a search method including automatically 
using at least one additional name for searching, wherein said additional name is 
obtained from an entity names table, and wherein said table identifies said additional 
name as representative of said same entity, although Rivette et al. does disclose 
addressing the identical problem through the pre-processing of patent information to 
'normalize* variations of assignee names through the use of a thesaurus feature that lists 
the most commonly used names for well-known companies, said thesaurus 
corresponding to the claimed entity names table, col. 64, lines 16-31). 

Getchius et al., however, teaches a search method wherein query terms are 
expanded through the use of synonyms and other terms that are semantically related to 
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the term, such as expanding the term "City=New York" to also include "City=Brooklyn" 
and "City=Qiieens" (see col. 35, lines 30-45). 

* 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to expand queries for entities [assignees] to include additional names 
representative of the same entity [assignee], particularly in light of the fact that query 
expansion in general was well known at the time of the invention (as evidenced by the 
Getchius et al. reference), and also in light of the fact that Rivette et al. addresses the 
identical problem (one assignee being referred to by multiple names), since this would 
allow all documents associated with a given entity [assignee] to be accurately retrieved 
even if they are represented in the database by different names, without the need to pre- 
process all of the records in the database in order to normalize assignee data. 

15. Regarding claim 30, Rivette et al. teaches a computer-implemented system for 

citation search substantially as claimed, comprising: 

a) means for receiving a search query, said search query comprising at least one 
patent identification condition (see disclosure of the various fields of 
search, col. 27, lines 14-32; see also drawing Figure 53, et seq.); 
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b) means for identifying at least one entity (see disclosure that the fields available 

to the user in the searching window include assignee, col. 27, lines 14-32); 

c) means for receiving a list of one or more patent databases (see disclosure of the 

scope of search, col. 27, lines 1-13; see also drawing Figure 53 et seq.); 

d) means for searching said list of patent databases to collect at least one first tier 

reference patent that cites or is cited by patents satisfying said condition of 
said search query (see extensive discussion of the Patent Citation module, 
col. 85, line 52 through col. 88, line 34; see also drawing Figures 61-65, 86 
and 87); and 

e) means for producing a citation list in an electronically accessible medium, said 

list identifying at least an owner of said first tier reference patent (see 

m 

extensive discussion of the Patent Citation module, col. 85, line 52 through 
col. 88, line 34; see also drawing Figures 61-65, 86 and 87; see also 
illustration in drawing Figure 53 that the Assignee can be included in the 
list of search results). 

Rivette et al. does not explicitly teach a system including means for 
automatically using at least one additional name for searching, wherein said additional 
name is obtained from an entity names table, and wherein said table identifies said 



Application/Control Number: 10/618,486 Page 10 

Art Unit: 2167 

additional name as representative of said same entity, although Rivette et al. does 
disclose addressing the identical problem through the pre-processing of patent 
information to 'normalize' variations of assignee names through the use of a thesaurus 
feature that lists the most commonly used names for well-known companies, said 
thesaurus corresponding to the claimed entity names table, col. 64, lines 16-31). 

Getchius et al., however, teaches a system wherein query terms are expanded 
through the use of synonyms and other terms that are semantically related to the term, 
such as expanding the term "City=New York" to also include "City=Brooklyn" and 
"City=Queens" (see col. 35, lines 30-45). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to expand queries for entities [assignees] to include additional names 
representative of the same entity [assignee], particularly in light of the fact that query 
expansion in general was well known at the time of the invention (as evidenced by the 
Getchius et al. reference), and also in light of the fact that Rivette et al. addresses the 
identical problem (one assignee being referred to by multiple names), since this would 
allow all documents associated with a given entity [assignee] to be accurately retrieved 
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even if they are represented in the database by different names, without the need to pre- 
process all of the records in the database in order to normalize assignee data. 

16. Regarding claim 35, Rivette et al. teaches a computer readable medium with 
computer code, wherein, when the computer program code is executed by a processor, 
the processor performs a method of citation search substantially as claimed, comprising: 

a) receiving a search query, said search query comprising at least one patent 

identification condition (see disclosure of the various fields of search, col. 
27, lines 14-32; see also drawing Figure 53, et seq.); 

b) identifying at least one entity (see disclosure that the fields available to the 

user in the searching window include assignee, col. 27, lines 14-32); 

c) receiving a list of one or more patent databases (see disclosure of the scope of 

search, col. 27, lines 1-13; see also drawing Figure 53 et seq.); 

d) searching said list of patent databases to collect at least one first tier reference 

patent that cites or is cited by patents satisfying said condition of said 

♦ * 

search query (see extensive discussion of the Patent Citation module, col. 
85, line 52 through col. 88, line 34; see also drawing Figures 61-65, 86 and 
87); and 
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e) producing a citation list in an electronically accessible medium, said list 

identifying at least an owner of said first tier reference patent (see extensive 
discussion of the Patent Citation module, col. 85, line 52 through col. 88, 
line 34; see also drawing Figures 61-65, 86 and 87; see also illustration in 
drawing Figure 53 that the Assignee can be included in the list of search 
results). 

Rivette et al. does not explicitly teach computer program code including 
automatically using at least one additional name for searching, wherein said additional 
name is obtained from an entity names table, and wherein said table identifies said 
additional name as representative of said same entity, although Rivette et al. does 
disclose addressing the identical problem through the pre-processing of patent 
information to 'normalize' variations of assignee names through the use of a thesaurus 
feature that lists the most commonly used names for well-known companies, said 
thesaurus corresponding to the claimed entity names table, col. 64, lines 16-31). 

Getchius et al., however, teaches computer program code wherein query terms 
are expanded through the use of synonyms and other terms that are semantically 
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related to the term, such as expanding the term "City=New York" to also include 
"City=Brooklyn" and "City=Queens" (see col. 35, lines 30-45). 

* 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to expand queries for entities [assignees] to include additional names 
representative of the same entity [assignee], particularly in light of the fact that query 
expansion in general was well known at the time of the invention (as evidenced by the 
Getchius et al. reference), and also in light of the fact that Rivette et al. addresses the 
identical problem (one assignee being referred to by multiple names), since this would 
allow all documents associated with a given entity [assignee] to be accurately retrieved 
even if they are represented in the database by different names, without the need to pre- 
process all of the records in the database in order to normalize assignee data. 

17. Regarding claims 27 and 28, Rivette et al. additionally teaches a computer-based 
citation search method, wherein a second tier citation list is produced in an 
electronically accessible medium based either on a forward citation analysis (the 
claimed 'is cited by' search of claim 28) or a backward citation analysis (the claimed 
'cites' search of claim 27), said second tier identifying at least an owner of said second 



4 
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reference patent (see disclosure that recursive citation analyses may be performed, col 
87, line 47 through col. 88, line 3; see also illustration in drawing Figure 53 that the 
Assignee can be included in the list of search results). 

18. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rivette et 
al. (U.S. Patent 5,991,751) in view of Getchius et al. (U.S. Patent 6,393,415) as applied to 
claims 19, 27, 28, 30 and 35 above, and further in view of Hammond (U.S. Patent 
7,139,755). 

19. Regarding claim 21, Rivette et al. and Getchius et al. teach a computer-based 
citation search method substantially as claimed. 

Neither Rivette et al. nor Getchius et al. explicitly teaches a computer-based 
citation search method further comprising translating query terms from a first content 
language to a second content language, although Rivette et al. does teach a method 
wherein said search query comprises at least one patent identification condition and 
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including a name of an entity (see disclosure that the fields available to the user in the 
searching window include assignee, col. 27, lines 14-32). 

Hammond, however, teaches a method further comprising translating said 
search query from a first content language to a second content language (see disclosure 
of the language resolver, col. 7, lines 11-29). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to perform query expansion to include not only the user-entered query terms, 
but also foreign language translations of those terms, since this would ensure that 
documents using translations of terms (or even foreign language documents) will be 
retrieved in response to a user query. 

20. Claims 29, 34 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rivette et al. (U.S. Patent 5,991,751) in view of Getchius et al. (U.S. Patent 
6,393,415) in view of Tanner et al. (U.S. Patent Application Publication 2004/0243588). 
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21. Regarding claim 29, Rivette et al. teaches a computer-based citation search 
method substantially as claimed, comprising: 

a) receiving a search query, said search query comprising at least one patent 

identification condition (see disclosure of the various fields of search, col. 
27, lines 14-32; see also drawing Figure 53, et seq.); 

b) receiving a watch list, said watch list identifying at least one entity (see 

disclosure of the various fields of search, including inventor and assignee 
fields, col. 27, lines 14-32; see also drawing Figure 53, et seq.); 

c) receiving a list of one or more patent databases (see disclosure of the scope of 

search, col. 27, lines 1-13; see also drawing Figure 53 et seq.); 

d) searching said list of patent databases to collect target patents satisfying said 

condition set forth in said search query and whose owners match at least 
one said entity identified in said watch list (see discussion of the Searching 
module, col. 25, line 38 through col. 26, line 16 et seq.); and 

e) searching said list of patent databases to collect reference patents that are cited 

by target patents (see extensive discussion of the Patent Citation module, 
col. 85, line 52 through col. 88, line 34; see also drawing Figures 61-65, 86 
and 87). 
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Rivette et al. does not explicitly teach a search method including automatically 
using at least one additional name for searching, wherein said additional name is 
obtained from an entity names table, and wherein said table identifies said additional 
name as representative of said same entity, although Rivette et al. does disclose 
addressing the identical problem through the pre-processing of patent information to 
'normalize' variations of assignee names through the use of a thesaurus feature that lists 
the most commonly used names for well-known companies, said thesaurus 
corresponding to the claimed entity names table, col. 64, lines 16-31). 

Getchius et al., however, teaches a search method wherein query terms are 
expanded through the use of synonyms and other terms that are semantically related to 
the term, such as expanding the term "City=New York" to also include "City=Brooklyn" 
and "City=Queens" (see col. 35, lines 30-45). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to expand queries for entities [assignees] to include additional names 
representative of the same entity [assignee], particularly in light of the fact that query 
expansion in general was well known at the time of the invention (as evidenced by the 
Getchius et al. reference), and also in light of the fact that Rivette et al. addresses the 
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identical problem (one assignee being referred to by multiple names), since this would 
allow all documents associated with a given entity [assignee] to be accurately retrieved 

» 

even if they are represented in the database by different names, without the need to pre- 
process all of the records in the database in order to normalize assignee data. 

Neither Rivette et al. nor Getchius et al. explicitly teaches a computer-based 
citation search method additionally generating a notice to a predetermined person 
when an owner of said reference patent matches a predetermined entity. 

Tanner et al., however, teaches a method wherein a customer can submit a list of 
one or more items such as names or other pieces of information that a customer wants 
to constantly monitor and be notified if a potential match, direct match, or change in 
status information associated with the name or piece of information occurs (see 
paragraphs [0124] and [0252]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement notifications in the citation search system, since this allows a 
user to configure criteria wherein when said criteria is fulfilled, the user is notified, 
which allows the user to know immediately when such a criteria is found, instead of 
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requiring an explicit search/query to be executed before the user finds out about the 
occurrence of said criteria. 

22. Regarding claim 34, Rivette et al. teaches a computer-implemented system for 
citation search substantially as claimed, comprising: 

a) means for receiving a search query, said search query comprising at least one 

patent identification condition (see disclosure of the various fields of 
search, col. 27, lines 14-32; see also drawing Figure 53, et seq.); 

b) means for receiving a watch list, said watch list identifying at least one entity 

(see disclosure of the various fields of search, including inventor and 
assignee fields, col. 27, lines 14-32; see also drawing Figure 53, et seq.); 

c) means for receiving a list of one or more patent databases (see disclosure of the 

scope of search, col. 27, lines 1-13; see also drawing Figure 53 et seq.); 

d) means for searching said list of patent databases to collect target patents 

satisfying said condition set forth in said search query and whose owners 
match at least one said entity identified in said watch list (see discussion of 
the Searching module, col. 25, line 38 through col. 26, line 16 et seq.); and 
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e) means for searching said list of patent databases to collect reference patents 
that are cited by target patents (see extensive discussion of the Patent 
Citation module, col. 85, line 52 through col. 88, line 34; see also drawing 
Figures 61-65, 86 and 87). 

Rivette et al. does not explicitly teach a system including means for 
automatically using at least one additional name for searching, wherein said additional 
name is obtained from an entity names table, and wherein said table identifies said 
additional name as representative of said same entity, although Rivette et al. does 
disclose addressing the identical problem through the pre-processing of patent 
information to 'normalize' variations of assignee names through the use of a thesaurus 
feature that lists the most commonly used names for well-known companies, said 
thesaurus corresponding to the claimed entity names table, col. 64, lines 16-31). 

Getchius et al., however, teaches a system wherein query terms are expanded 
through the use of synonyms and other terms that are semantically related to the term, 
such as expanding the term "City=New York" to also include "City=Brooklyn" and 
"City=Queens" (see col. 35, lines 30-45). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to expand queries for entities [assignees] to include additional names 
representative of the same entity [assignee], particularly in light of the fact that query 
expansion in general was well known at the time of the invention (as evidenced by the 
Getchius et al. reference), and also in light of the fact that Rivette et al. addresses the 
identical problem (one assignee being referred to by multiple names), since this would 
allow all documents associated with a given entity [assignee] to be accurately retrieved 
even if they are represented in the database by different names, without the need to pre- 
process all of the records in the database in order to normalize assignee data. 

Neither Rivette et al. nor Getchius et al. explicitly teach a computer- 
implemented system for citation search additionally generating a notice to a 
predetermined person when an owner of said reference patent matches a 
predetermined entity. 

Tanner et al., however, teaches a system wherein a customer can submit a list of 

■ 

one or more items such as names or other pieces of information that a customer wants 
to constantly monitor and be notified if a potential match, direct match, or change in 
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status information associated with the name or piece of information occurs (see 
paragraphs [0124] and [0252]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement notifications in the citation search system, since this allows a 
user to configure criteria wherein when said criteria is fulfilled, the user is notified, 
which allows the user to know immediately when such a criteria is found, instead of 
requiring an explicit search/query to be executed before the user finds out about the 
occurrence of said criteria. 

23. Regarding claim 39, Rivette et al. teaches a computer readable medium with 
computer program code, wherein, when the computer program code is executed by a 
processor, the processor performs a method of citation search substantially as claimed, 
comprising: 

a) receiving a search query, said search query comprising at least one patent 
identification condition (see disclosure of the various fields of search, col. 
27, lines 14-32; see also drawing Figure 53, et seq.); 
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b) receiving a watch list, said watch list identifying at least one entity (see 

disclosure of the various fields of search, including inventor and assignee 
fields, col. 27, lines 14-32; see also drawing Figure 53, et seq.); 

c) receiving a list of one or more patent databases (see disclosure of the scope of 

search, col. 27, lines 1-13; see also drawing Figure 53 et seq.); 

d) searching said list of patent databases to collect target patents satisfying said 

condition set forth in said search query and whose owners match at least 
one said entity identified in said watch list (see discussion of the Searching 
module, col. 25, line 38 through col. 26, line 16 et seq.); and 

e) searching said list of patent databases to collect reference patents that are cited 

by target patents (see extensive discussion of the Patent Citation module, 
col. 85, line 52 through col. 88, line 34; see also drawing Figures 61-65, 86 
and 87). 

Rivette et al. does not explicitly teach computer program code including 
automatically using at least one additional name for searching, wherein said additional 
name is obtained from an entity names table, and wherein said table identifies said 
additional name as representative of said same entity, although Rivette et al. does 
disclose addressing the identical problem through the pre-processing of patent 
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information to 'normalize* variations of assignee names through the use of a thesaurus 
feature that lists the most commonly used names for well-known companies, said 
thesaurus corresponding to the claimed entity names table, col. 64, lines 16-31). 

Getchius et aL, however, teaches computer program code wherein query terms 
are expanded through the use of synonyms and other terms that are semantically 
related to the term, such as expanding the term "City=New York" to also include 
"City=Brooklyn" and "City=Queens" (see col. 35, lines 30-45). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to expand queries for entities [assignees] to include additional names 
representative of the same entity [assignee], particularly in light of the fact that query 
expansion in general was well known at the time of the invention (as evidenced by the 
Getchius et al. reference), and also in light of the fact that Rivette et al. addresses the 
identical problem (one assignee being referred to by multiple names), since this would 
allow all documents associated with a given entity [assignee] to be accurately retrieved 
even if they are represented in the database by different names, without the need to pre- 
process all of the records in the database in order to normalize assignee data. 
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Neither Rivette et al. nor Getchius et al. explicitly teach computer readable 
medium with computer program code additionally generating a notice to a 
predetermined person when an owner of said reference patent matches a 
predetermined entity. 

Tanner et al., however, teaches a system wherein a customer can submit a list of 
one or more items such as names or other pieces of information that a customer wants 
to constantly monitor and be notified if a potential match, direct match, or change in 
status information associated with the name or piece of information occurs (see 
paragraphs [0124] and [0252]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement notifications in the citation search system, since this allows a 
user to configure criteria wherein when said criteria is fulfilled, the user is notified, 
which allows the user to know immediately when such a criteria is found, instead of 
requiring an explicit search/query to be executed before the user finds out about the 
occurrence of said criteria. 
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24. Claims 22, 31 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rivette et al. (U.S. Patent 5,991,751) in view of Getchius et al. (U.S. Patent 
6,393,415) as applied to claims 19, 27, 28, 30 and 35 above, and further in view of Tanner 
et al. (U.S. Patent Application Publication 2004/0243588). 

25. Regarding claims 22, 31 and 36, Rivette et al. and Getchius et al. teach a 
computer-based citation search method and system substantially as claimed. 

Neither Rivette et al. nor Getchius et al. explicitly teaches a computer-based 
citation search method and system additionally generating a notice to a predetermined 
person when an owner of said reference patent matches a predetermined entity. 

Tanner et al., however, teaches a method and system wherein a customer can 
submit a list of one or more items such as names or other pieces of information that a 
customer wants to constantly monitor and be notified if a potential match, direct match, 
or change in status information associated with the name or piece of information occurs 
(see paragraphs [0124] and [0252]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement notifications in the citation search system, since this allows a 
user to configure criteria wherein when said criteria is fulfilled, the user is notified, 
which allows the user to know immediately when such a criteria is found, instead of 
requiring an explicit search/query to be executed before the user finds out about the 
occurrence of said criteria. 

26. Claims 25, 26, 33 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rivette et al. (U.S. Patent 5,991,751) in view of Getchius et al. (U.S. Patent 
6,393,415) as applied to claims 19, 27, 28, 30 and 35 above, and further in view of Dialog 
("Patent Research for Competitive Intelligence"). 

27. Regarding claims 25, 26, 33 and 38, Rivette et al. and Getchius et al. teach a 
computer-based citation search method, system and code substantially as claimed. 

Neither Rivette et al. nor Getchius et al. explicitly teaches a computer-based 
citation search method, system and code wherein the citation list identifies at least two 
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patents as being commonly owned by a single entity, wherein each of the at least two 
patents specifies a different name of assignee, although Rivette et al. does teach a 
computer-based citation search method, system and code further comprising referring 
to said entity names table to identify said at least two patents that specify different 
names of assignee as being commonly owned by said single entity (see disclosure of the 
thesaurus feature that lists the most commonly used names for well-known companies, 
said thesaurus corresponding to the claimed entity names table, col. 64, lines 16-31). 

Dialog, however, teaches a computer-based citation search method, system and 
code wherein the citation list identifies at least two patents as being commonly owned 
by a single entity, wherein each of the at least two patents specifies a different name of 
assignee (see illustration of a citation list which includes both the assignee, and an 
assignee code, said code constituting the specific entity, while the assignee name 
includes a number of name variants of the entity, page 3-14). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include an indication that patents in a list are commonly owned, since this 
is beneficial when performing competitive analysis, in order to gain insight into the 
strategic positions held by competing companies. 
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Response to Arguments 
28. Applicant's arguments with respect to the rejections of record have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. However, 
upon further consideration, a new ground(s) of rejection is made in view of newly 
discovered prior art. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luke S. Wassum whose telephone number is 571-272- 
4119. The examiner can normally be reached on Monday-Friday 8:30-5:30, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R. Cottingham can be reached on 571-272-7079. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

In addition, INFORMAL or DRAFT communications may be faxed directly to the 
examiner at 571-273-4119. Such communications must be clearly marked as 
INFORMAL, DRAFT or UNOFFICIAL. 

Customer Service for Tech Center 2100 can be reached during regular business 
hours at (571) 272-2100, or fax (571) 273-2100. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Status information for unpublished applications is available through Private PAIR only. 




Luke S. Wassum 
Primary Examiner 
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